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REMARKS 

Claims 1-16 are pending in the present application. The 
Examiner has objected to the specification and to the priority 
claim. Claims 1-16 have been rejected as directed to non- 
statutory subject matter. Claims 1-3 and 5-16 have been rejected 
as failing to comply with the written description requirement. 
Claims 1-4, 6, 11, 12 and 13-16 have been rejected as anticipated 
by Ondrechen et al. (2001) . Claim 5 has been rejected as obvious 
over Ondrechen et al. (2001) in view of Sali (1998) . These 
rejections are respectfully traversed in light of the amendments 
herein and the Remarks, and reconsideration is requested. 

The amendments herein are supported by the application as 
originally filed. Moreover, the above amendments should not be 
construed as acquiescence to any rejections by the Examiner and 
are provided solely to expedite prosecution of the present 
application. Applicants reserve the right to pursue claims 1-16 
as originally filed. 

Priority 

The Examiner has indicated that the disclosure of the prior- 
filed Provisional Application No. 60/415,742 fails to provide 
adequate support or enablement for claims 5 and 7-10 as well as 
aspects of claim 12 of the present application. Applicants 
contend with respect that, as Ondrechen et al . has been removed as 
a reference with the submission of the signed Ondrechen 
Declaration, no effective §102 prior art has been cited that was 
published after the claimed priority date but before the filing 
date of the instant application. Applicants are not obligated to 
respond when the Examiner has failed to cite effective prior art 
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in the identified intervening period. Applicants again submit 
that the contest of the priority claim has been made moot. 

Objections to the Specification 

The Examiner has objected to additional embedded hyperlinks 
in the specification, which were not eliminated by the Applicants 
in the previous response. Applicants have amended the appropriate 
paragraphs of the specification as recited herein to overcome this 
objection. 

Rejections under §101 

Claims 1-16 are rejected as being directed to non- statutory 
subject matter, the Examiner saying that the claimed method does 
not produce a tangible result, e.g., making available for use the 
results of the recited method steps. Claim 1 has been amended 
herein to recite a final step of "displaying said interaction 
sites determination." Applicants submit that this step is 
supported in the application as filed, for example, as displayed 
in Table 2. As the remaining claims (claims 2-16) are dependent 
on claim 1, Applicants submit that the non- statutory subject 
matter rejection has been overcome. 

Rejections under §112 

The Examiner has rejected claims 1-3 and 5-16 as failing to 
comply with the written description requirement. The Examiner 
contends that the Applicants were not in possession of a 
"representative number" of examples of determining the structure 
of the protein to be analyzed for putative interaction sites. The 
Examiner then focuses on the difficulties described by others in 
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determining a theoretical model protein structure from the amino 
acid sequence of the protein. The Applicants refer the Examiner 
to the paragraphs at p. 6, lines 12-31, where it is pointed out 
that the protein structure can be "downloaded from a database" 
(i.e., known) OR "determined experimentally (generally by x-ray 
diffraction or NMR) " OR determined as a "theoretical model 
structure." Applicants then give twelve different examples of the 
application of the method of the invention to a variety of protein 
types and previous structural determinations. Applicants submit 
that this level of detail shows that, at the time the application 
was filed, they were in possession of the invention as claimed to 
an extent sufficient to satisfy the written description 
requirement. Thus, Applicants submit that this rejection has been 
overcome . 

Rejections under §102 

Claims 1-4, 6, 11, 12 and 13-16 have been rejected under 
102(a) as anticipated by Ondrechen et al. (2001). Applicants 
submit herewith a signed Declaration of co- inventor Mary Jo 
Ondrechen under §1.132 affirming that the cited reference is the 
publication of a group of the inventors and is not that of 
"another." Therefore, Applicants submit that this rejection has 
been overcome. 

Rejections under §103 

The Examiner has rejected Claim 5 as obvious over Ondrechen 
et al. (2001) in view of Sali (1998). Applicants submit that the 
inventor Declaration attached herewith overcomes the primary 
reference, Ondrechen et al. (2001), as a prior art reference. 
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Therefore, the primary reference can no longer be applied and, as 
such, the application of the secondary reference in support of an 
obviousness rejection is insufficient. 



Applicants submit that all claims are in condition for 
allowance and such action is requested. 

The Examiner is encouraged to telephone the undersigned 
attorney to discuss any matter that would expedite allowance of 
the present application. 



Respectfully submitted, 
MARY JO ONDRECHEN ET AL. 



By: 




Q..de'juit. 



Holliday C. .Heine, Ph.D. 
Registration-iro . 34,346 
Attorney for Applicant (s) 
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